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EXAMINER'S ANSWER 



This is in response to the appeal brief filed May 05, 2006 appealing from the Office 
action mailed May 05, 2006. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct. The changes are as follows: Whether claims 1-19 are 
unpatentable under 35 U.S.C. 103 as being unpatentable over KLINEFELTER in view of 
HARDMAN since the previous rejection is based on HARDMAN in view of 
KLINEFELTER or vice versa. 

GROUNDS OF REJECTION NOT ON REVIEW 

The following grounds of rejection have not been withdrawn by the examiner, but 
they are not under review on appeal because they have not been presented for review 
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in the appellant's brief: whether claims 1-19 are unpatentable under 35 U.S.C. 103 as 
being unpatentable over KLINEFELTER in view of HARDMAN. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

No evidence is relied upon by the examiner in the rejection of the claims under 
appeal. 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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3. Claims 1-9 (method 1 ), 16-19 (method 2 ), 10-15 (apparatus 1 ) are unpatentable 
(35 U.S.C. 103 (a)) over HARDMAN et al in view of KLINEFELTER et al or vice 
versa. 

Claim 1 is basically as followed: 
A method , comprising: 

(a) retrieving information/data from a memory item 1 (or component 1 ) (tag or 
memory tag), wherein the item is of a replaceable item 2 and wherein the item 2 is from a 
printing device used by a customer; 

(b) storing the information/data in a database; 

(c .) associating the information/data with the customer; and 

(d) accessing the data in the database to assist the customer with solving 
problems related to the printing device (or device capable of printing). 

Note that the preamble has no scope so the steps do not necessarily have the 
exact scope to be combinable. Note that in (a), the limitation of "printing device" on the 
term "data" is non-functional descriptive material and thus receive no patentable weight. 
There is no "printer" cited per say. There is no citation that the data containing 
information/data about printing operation. As for the phrase "wherein the item is of a 
replaceable item 2 ", this carried little patentable weight since it reads over "it belongs to" 
or "derived from". In other word, the replaceable item 2 or the printing device are not 
positively claimed and thus receiving little patentable weight. 

Note that in (d), on the last line, the phrase "related to the printing device", the 
limitation "printing" receives very little patentable since it merely indicates the device is 
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used for printing or capable of printing. There are elemental structures about the device 
to say that it's a printer not any steps to say it's a printer such "printing a document", etc. 
Note also in (d), the limitation of "assisting the customer with solving problems" is not 
positively claimed, but merely indicates the intended purpose or inherent result of the 
step "accessing the database. 

HARDMAN et al fairly discloses: 

A method comprising: 

(a) retrieving information/data from a memory item 1 (tag or memory tag), wherein 
the item 1 is of a replaceable item 2 (i.e. a tire), and wherein the item 2 is from a device (i.e. 
vehicle) used by a customer {see Figs. 12, 25, [0107]} 

(b) storing the information/data in a customer database {see Figs. 12, 25, [0108, 
0111]|} 

(c ) associating the information/data with the customer; {see Figs. 29, "User ID", 
"First name", "Telephone number, and [0145-0150]} and 

(d) accessing the data in the customer database to identify problems or to assist 
the customer with solving problems related to the device {see Figs. 20, 23, 24, 25, 26, 
31 "Editing Vehicle", [0003: "must be regularly maintained to maximize device 
efficiency", [0120: "transmit alarm signals when a parameter is out of range]; [0155], 
[0205: "function satisfactory within the specified load carrying capacity", and especially 
[0234: "need of service, ... , can be attended to immediately, "service can be directed to 
only problem tires and efficiency in service can be achieved. ... identification of 
problems early ., for evaluation... . to alarm personnel to the need for service to a 
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particular tire], [0235: Fig. 20... an unacceptable condition illustrating that a problem has 
occurred with that tire]}. 

Therefore, HARDMAN et al fairly discloses the claimed invention except for the 
difference in the function /capability of the device in step (d), i.e. printing, in " printing " 
device. 

In a method and apparatus for communicating between a printer/printing device 
and supplies using electronic memory tag (Radio Frequency (RF) communication, 
KLINEFELTER et al teaches the retrieving of data from component memory 
(tag/memory tag) of a replaceable component (toner/ink cartridge) from a device (i.e. 
printing device) used by a customer {see Figs. 9, 7 or col. 5, line 5 to col. 6, line 61 , col. 
1 , lines 5-18} for one of the purpose which is for diagnostics (careful (1 ) examination 
and (2) analysis of data/facts/symptoms in an attempt to (3) understand or (4) explain 
something, Webster's Dictionary ) or reordering information {see col. 6, line 15}. It 
would have been obvious to a skilled artisan in the electronic memory tag (Radio 
Frequency (RF) communication technology to modify the process of HARDMAN et al by 
applying the same steps of electronic tag (Radio Frequency (RF)) communication 
management system/method to a printing device as taught by KLINEFELTER et al, 
which has a similar goal of communicating between a printer/printing device and 
supplies using electronic memory tag (Radio Frequency (RF) communication, as mere 
applying the same electronic memory tag (Radio Frequency (RF) communication of a 
replaceable components to other device to achieve similar device monitoring and 
problem solving results , absent evidence of unexpected results. Clearly, the mere 
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applying the same essential retrieving, storing, associating and accessing the data 
steps from a memory tag of a replaceable component to/of any other device would have 
been obvious to a skilled artisan since the different functions of the device is not 
essential. No unexpected results have been shown with respect to the use other 
function of the device in data collection, monitoring and problem solving of HARDMAN 
et al. 

Alternatively , it would have been obvious to modify the teachings of 
KLINEFELTER et al by carrying out the further steps of (b)-(d) as taught by HARDMAN 
et al above to identify problems and assist the customer with solving problems 
(diagnostics) related to the device as shown above. As indicated above, the type or 
different function of the device is not critical and the same RF communication 
management method and system can be used for any device that has replaceable 
component containing RF tag. 

As for dep. claims 2-3 (part of 1), which deals with well known information/data 
parameters , i.e. type of information/data such as about the device and its usage, these 
are non-essential to the claimed invention and are fairly taught in HARDMAN et al 
/KLINEFELTER et al as shown in HARDMAN et al Fig. 31, [01 19, 0145, 0149, 
especially 0265, 0309 (mileage usage)]} or KLINEFELTER et al Fig. 9, col. 2, lines 38- 
50. Note that the selection of the type of information depends on the desired 
object/scope/monitoring parameter, etc. and is within the skilled of the artsan. 

As for dep. claims 4 (part of 1), which deals with well known information/data 
parameter, i.e. type of information/data such as previously stored in a database, this is 



Application/Control Number: 09/820,457 Page 8 

Art Unit: 3629 

non-essential to the claimed invention and are fairly taught in HARDMAN et al 
/KLINEFELTER et al as shown in HARDMAN et al Figs. 31-33 or [0150-0150 "history 
dataT Uodate history data"]. 

As for dep. claims 5-6 (part of 1), which deals with well known information/data 
parameter, i.e. features of the information/data previously stored in a database, these 
are non-essential to the claimed invention and are fairly taught in HARDMAN et al 
/KLINEFELTER et al as shown in HARDMAN et al Figs. 31-33 or [0150-0150 "history 
dataT Update history data"]. Moreover, these are non-functional language limitation, 
i.e. " is derived ", and carry no patentable weight. 

As for dep. claim 7 (part of 1), which deals with well known device parameter, 
i.e. type of printer and component, these are non-essential to the claimed invention and 
are fairly taught in HARDMAN et al /KLINEFELTER et al as shown in KLINEFELTER et 
al col. 1 , lines 7-18. The method can be any implemented in any type of printer {see 
col. 7, lines 63-67}. 

As for dep. claim 8 (part of 1), which deals with associating certain rules (or 
specification or standard) to be followed, this is non-essential to the scope of the 
claimed invention and is fairly taught in HARDMAN et al /KLINEFELTER et al in view of 
HARDMAN et al [0224]. Moreover, this would have been obvious to a skilled artisan as 
mere applying other well known business parameters or variables since the selection of 
any well known business rules for compensation of irregular product or service would 
have been obvious, i.e. free replacement of product or service for malfunction within the 
1 st year of normally guaranteed performance. Note that no specific rules is cited, but 
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just a rule so this appears to be non-essential since rules are inherently included in 
every business dealings. 

As for dep. claim 9 (part of 1), which deals with other step for testing the 
replaceable item 2 (component 2 ) for defect and storing the information, this is non- 
essential to the claimed invention and is fairly taught in HARDMAN et al / 
KLINEFELTER et al by HARDMAN et al in [0226 "pressure measurements are taken"], 
[0227]-[0235]}. Furthermore, this dep. claim does not has any patentable weight since 
it does not further limit the " retrieving data from a component 1 / item 1 memory (tag 
memory)" of step (a) or steps (a)-(e)? How does it further modifies the " retrieving " step? 

As for Independent Method 2 claim 16, which is similar to claim 1 with a 
preamble as shown in step (d) of 1_, It's rejected for the same reason set forth in claim 1 
above. As for the limitation of viewing the compiled data to resolve a problem the 
customer is having, this is taught in HARDMAN et al Figs. 29, 30, 31 , 32 or [0261] of 
Web browser screens showing how a user can access the item data and tag or 
monitoring parameters. KLINEFELTER et al does not appear to teach this viewing 
limitation. It would have been obvious to modify the teaching of KLINEFELTER et al to 
include to the limitation of viewing the compiled data as taught by HARDMAN et al to 
obtain well known benefits of the Internet "Web browser screens" such as availability, 
convenience, etc. and ability to set certain monitoring parameters. See HARDMAN et al 
[0261]. 
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As for dep. claims 17, 19 (part of 16), which deals with storing customer 
information and associating the customer information, these are fairly taught in 
HARDMAN et al [0142-0146], Figs. 29-32 or KLINEFELTER et al Fig. 9. 

As for dep. claim 18 (part of 16), which deal with well known customer 
information collecting parameters, i.e. from a registration card that register the customer 
as the purchaser of the device, this is well known practice and admitted by applicant in 
the background of the invention, specification page 1 , lines 15-21 . Clearly, it would 
have been obvious to include this user information in the database as taught by 
HARDMAN et al on Figs. 27-33 or KLINEFELTER et al Fig. 9 in order to include as 
much information as possible using whatever possible old or new ways. 

As for Independent Apparatus 1 claim 10, HARDMAN et al discloses a system 
comprising: 

(a) a center to receive a used device replaceable component (tire) from a device 
of a customer, the component including memory tag integrated therewidth; {see 0107, 
0119, Fig. 12]} 

(b) a customer database that stores customer information for multiple customers, 
including device and component used by the customers; {see Fig. 12, [0109, 01 10, 
0139]} 

(c ) a data transfer center wherein the data is retrieved from the component 
memory and stored in the customer database; and {see 01 19, Fig. 12} 

(d) customer center configured to provide access to the customer database so 
that the operator can view the device data {see 0150, Figs. 23-30}. 
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As for the limitation of a recycling center, this is fairly taught in [01 19] wherein a 
tire shop or dispatch can function as recycling center. Moreover, this limitation is merely 
recites the function of the center which carries no patentable weight and no elemental 
structures with respect to the "recycling" function or "printing device" have been shown. 
HARDMAN et al fairly teaches the method of claim 1 0 except for the function of the 
device, i.e. printing device (or printer) and (d) customer service center configured to 
receive calls from the customer. 

In a method and apparatus for communicating between a printer/printing device 
and supplies using electronic memory tag (Radio Frequency (RF) communication, 
KLINEFELTER et al teaches the retrieving of data from component memory 
(tag/memory tag) of a replaceable component (toner/ink cartridge) from a device (i.e. 
printing device) used by a customer {see Figs. 9, 7 or col. 5, line 5 to col. 6, line 61 , col. 
1 , lines 5-18} for diagnostics or reordering information {see col. 6, line 15}. It would 
have been obvious to a skilled artisan in the electronic memory tag (Radio Frequency 
(RF) communication technology to modify the process of HARDMAN et al by applying 
the same steps of electronic tag (Radio Frequency (RF)) communication management 
system/method to a printing device as taught by KLINEFELTER et al, which has a 
similar goal of communicating between a printer/printing device and supplies using 
electronic memory tag (Radio Frequency (RF) communication, as mere applying the 
same electronic memory tag (Radio Frequency (RF) communication of a replaceable 
components to other device to achieve similar communication results. Clearly, the mere 
applying the same essential retrieving, storing, associating and accessing the data 
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steps from a memory tag of a replaceable component to/of any other device would have 
been obvious to a skilled artisan since the type or different function of the device is not 
critical and any device can be used. 

As for the limitation of (d) customer service center configured to receive calls 
from the customer, this is well known business practice to improve business 
performance by receiving feedback from the customer as shown in Applicant's 
Background, pages 1-3, and would have been obvious to implement this practice in 
HARDMAN et al /KLINEFELTER et al to improve business performance. ' 

As for dep. claims 11, 12 (part of 10), which have similar limitations as in dep. 
claims 3, 2 respectively above, they are rejected for the same reasons set forth in 
claims 3 and 2 above. 

As for dep. claims 13, 14 (part of 1J0), which have similar limitations as in dep. 
claim 9 above, they are rejected for the same reasons set forth in claim 9 above. 

As for dep. claim 15 (part of 10), which have similar limitations as in dep. claim 
7 above, they are rejected for the same reasons set forth in claim 7 above. 

(10) Response to Argument 

Response to Appellant Arguments 
4. In response to appellant's main argument, filed in 5/5/2006 and 8/31/2005, that 
HARDMAN et al and KLINEFELTER et al is nonanalogous art, it has been held that a 
prior art reference must either be (1 ) in the field of applicant's endeavor or, if not, then 
be (2) reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. 
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See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, both 
applications deal with electronic data collection, monitor, and problem identification 
(diagnostics) of a device using RFID tag system. The minor difference in these 
applications deal with the function (use for or intended use) of the device , HARDMAN et 
al deals with a vehicle or for transporting purpose while KLINEFELTER et al deals with 
printing purpose such as printer. However, the minor difference, function or application 
of the device, is not critical and within the skill of the artisan in the electronic memory 
tag communication technology to apply the same principle to various applications or 
various devices. Note that there is no positive citation of a printer in claim 1 nor any 
printing steps with respect to the printing device, i.e., 

(a) providing a printer used by a customer, 

(b) retrieving data from the component memory of a replaceable component of 
the printer , etc. 

A "printing device" is a device that capable of printing. Note also, in an 
apparatus, the intended use has no patentable weight. A device is differentiated based 
on structures or elemental structures and not intended use. There is no citation in claim 
1 that says that the device is printing images on a paper. 

The examiner disagrees with applicant's assertion that HARDMAN et al deals 
with tire monitoring while KLINEFELTER et al deals with printer monitoring and they are 
non-related. Note also of other teachings in HARDMAN et al beside a tire tag as 
disclosed on [0309] and [0313] which discloses other elements, steps, methods and 
techniques that are insubstantially different from those described herein are also within 
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the scope of the invention. To an engineer, the application of the same electronic data 
collection, monitor, and problem identification (diagnostics) of a device using RFID tag 
system to any devices of different functions, for printing, copying, moving, heating, 
cooling, calculating, etc., are within the skill of the artisan. In fact, the functions of the 
device are non essential and within the skill of the artisan to make minor adjustment to 
the specific device to carry out the main goal of electronic data collection, monitor, and 
problem identification (diagnostics) of a device using RFID tag. 
5. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1 971 ). In this case, both applications deal with electronic data collection, monitor, and 
problem identification (diagnostics) of a device using RFID tag system. The minor 
difference in these applications deal with the function (use for or intended use) of the 
device . HARDMAN et al deals with a vehicle or for transporting purpose while 
KLINEFELTER et al deals with printing purpose such as printer. However, the minor 
difference, function or application of the device, is not critical and within the skill of the 
artisan in the electronic memory tag communication technology to apply the same 
principle to various applications or various devices. Note that there is no positive 
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citation of a printer in claim 1 nor any printing steps with respect to the printing device, 
i.e., 

(a) providing a printer used by a customer, 

(b) retrieving data from the component memory of a replaceable component of 
the printer , etc. 

A "printing device" is a device that capable of printing. Note also, in an 
apparatus, the intended use has no patentable weight. A device is differentiated based 
on structures or elemental structures and not intended use. There is no citation in claim 
1 that says that the device is printing images on a paper. 

6. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). As for claims 2, 4, 6, 7, 8, 9, 10, 11-15, 16, 17-19, which are rejected based on 
HARDMAN in view of KLINEFELTER or vice versa, applicant' arguments against the 
references individually are not persuasive. 

7. In response to applicant's arguments that HARDMAN's self-serving boilerplate 
about the scope of the claims and equivalents thereof which do not form a basis for 
expanding the scope of HARDMAN to render Applicant's invention obvious, this is not 
found persuasive because the rejection is based on (1 ) the combination of HARDMAN 
in view of KLINEFELTER or vice versa and not HARDMAN alone, and (2) In this case, 
both applications deal with electronic data collection, monitor, and problem identification 
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(diagnostics) of a device using RFID tag system. The minor difference in these 
applications deal with the function (use for or intended use) of the device , HARDMAN et 
al deals with a vehicle or for transporting purpose while KLINEFELTER et al deals with 
printing purpose such as printer. However, the minor difference, function or application 
of the device, is not critical and within the skill of the artisan in the electronic memory 
tag communication technology to apply the same principle to various applications or 
various devices. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 
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For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 



Dean Tan Nguyen, Examiner 



Conferees: 
John Weiss, SPE 




Naresh Vig, Primary Examiner 
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